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2. a new differential having: a pinion differential incorporated with planetary gearing, the planetary 
gearing having a rotatable case/fixture of it's own. 

3. a new differential having: a pinion differential incorporated with planetary gearing, the planetary 
.gearing having a rotatable case/fixture of it's own, the said case being stationary/fixed to one of the axle 



^■=BACKGROUND OF THE INVENTION 

[0001] This invention relates to a better vechicle differential, that prevents wheel slippage and wheel 
immobility. 

[0002] On heavy-duty vehicles, limited slip differentials are not practicle. Heavy-duty vechles often use 
locking mechanisms to keep both axle sections rotating continuously, which is not always practical 
either, variability is disrupted 

[0003] This new differential can use gears for drive force. 
SUMMARY OF THE INVENTION 

100011 Tho new difforontial prnviHnr , pnr . irivn rntntinn tn nnrh nvla rortinn m ^ r ^ r?1t j 

■ ' conditiono, when th e vohiolo io on a level surface.. 

■ 10005] It will .s t ill allow var i ab i lity between axle seettora whm n Q H n d en a curved path, but on ly 
-allowing inversely proportional rotation, which is ono of the advantages of the now differential; 

^[0006] The new differential, wh e n used on e for e aoh oet of drive - axle oootiono, and being invoraoly — 
J install ed; having the two different drive mechanism of one differential, diametrically oppoood to th e two 
— different drive meehamstfts of the other differential, will only allow diametrical whool/axlo cection roll 
— Wk. Therefor at least one wheel on the left or right of the vchiclo will havo oonotant rotation capability. 

BRIEF DESCRIPTION OF THE DRAWINGS 

[0007] FIG. 1 is a cross sectional view of the said new differential. 

DETAILED DESCRIPTION OF THE DRAWINGS 

[0008] In FIG. 1, the support member 1 supports the central case member 2, the case member 2 is the 
final resting place for pinion shafts 3 and 4. the axle shaft 5, has a gear 6 splined to it's end. The gear 7 is 
rotatively stationary to the pinion case 8, being splined to the shaft 19. The shaft 19 being fixed to the 
central case member 2. The planetary gear case 9, having an axle shaft 10 splined to one of it's axial 
openings. The gear case 9 having a bevel gear 1 1 fixed/splined to it's other end. A bevel gear 12 being 
splined to axle shaft 5. the pinion gears 13 and 14 being rotatively stationary to the main case 8. The 
gear case 9, having an axle shaft 10 splined to one of it's axial openings . The gear case 9 having a bevel 
gear 1 1 fixed/splined to it's other end. The gear case 9 having orbital gears 15 and 16 rotatively 
stationary to the said case 9 by way of shafts 17 and 18 respectively. The end plate 20 is for the entrance 




Description 
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2. a new differential having: a pinion differential incorporated with planetary gearing, the planetary 
gearing having a rotatable case/fixture of it's own. /' 

3. a new differential having: a pinion differential incorporated with planetary gearing, the planetary 
gearing having a rotatable case/fixture of it's own, the said case being stationary/fixed to one of the axle 
bevel'gears. ^=== = C 

Description 



BACKGROUND OF THE INVENTION 

[0001] This invention relates to a better vechicle differential, that prevents wheel slippage and wheel 
immobility. 

[0002] On heavy-duty vehicles, limited slip differentials are not practicle. Heavy-duty vechles often use 
locking mechanisms to keep both axle sections rotating continuously, which is not always practical 
either, variability is disrupted 

[0003] This new differential can use gears for drive force. 
SUMMARY OF THE INVENTION 

[0004] The new differential provides positive rotation to each axle section of a vehicle, under all road 
conditioAs, when the vehicle is on a level surface. 

[0005] It will still allow variability between axle sections when needed on a curved path, but only 
allowing inversely proportional rotation, which is one of the advantages of the new differential. 

[0006] The new differential, when used one for each set of drive axle sections, and being inversely 
installed; having the two different drive mechanism of one differential, diametrically opposed to the two 
different drive mechanisms of the other differential, will only allow diametrical wheel/axle section roll- 
back. Therefor at least one wheel on the left or right of the vehicle will have constant rotation capability. 

BRIEF DESCRIPTION OF THE DRAWINGS 

[0007] FIG. 1 is a cross sectional view of the said new differential. 

DETAILED DESCRIPTION OF THE DRAWINGS 

[0008] In FIG. 1, the support member 1 supports the central case member 2, the case member 2 is the 
final resting place for pinion. shafts 3 and 4. the axle shaft 5, has a gear 6 splined to it's end. The gear 7 is 
rotatively stationary to the pinion case 8, being splined to the shaft 19. The shaft 19 being fixed to the 
central case member 2. The planetary gear case 9, having an axle shaft 10 splined to one of it's axial 
openings. The gear case 9 having a bevel gear 1 1 fixed/splined to it's other end. A bevel gear 12 being 
splined to axle shaft 5. the pinion gears 13 and 14 being rotatively stationary to the main case 8. The 
gear case 9, having an axle shaft 10 splined to one of it's axial openings . The gear case 9 having a bevel 
gear 1 1 fixed/splined to it's other end. The gear case 9 having orbital gears 15 and 16 rotatively 
stationary to the said case 9 by way of shafts 17 and 18 respectively. The end plate 20 is for the entrance 
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SUMMARY OF THE INVENTION 



The new differential provides positive rotation to each axl 



e section 



of a vehicle, under all road conditions, when the vehicle is on a level 



It will still allow variability between axle sections when needed 
on a curved path, but only allowi ng inversely proportional rotation , 
which is one ^ of the advantages of the new differential. 

The new differential, when used one for each s et of drive axle 
sections, and being inversely installed ; having the two dif ferent drive 
mechanism of one differential, diametrically opposed to the two different 
drive mechanisms of the other differential, will only allow diametric al 
wheel/axle^ section roll-back.^ Therefor at least one wheel on the left 
ar. right of the vehicle will have constant rotatimf^apabilityT * 
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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event however, may a reply be timely filed 
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earned patent term adjustment See 37 CFR 1.704(b). 

Status 

I) 0 Responsive to communtcation(s) filed on 17 November 2005 . 
2a)0 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 0 Claim(s) 15 and 16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 0 Claim(s) 15 and 16 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on 12 November 2004 is/are: a)D accepted or b)0 objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
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Priority under 35 U.S.C. §119 
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1 .□ Certified copies of the priority documents have been received. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Drattsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . * . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other . 



U.S. Patent end Tred&nerfc Office 

PTOL-326 (Rev. 7-05) Office Action Summary Part of Paper NoTMail Oate 1 1 282005 



Application/Control Number: 1 0/02 1 ,656 Page 2 

Art Unit: 3681 

Response to Amendment 
Applicant's Response filed November 17, 2005 has been carefully considered:. The 
examiner's response to applicant's arguments can be found under the heading "Response to 
Arguments". 

The amendment filed May 23, 2005 continues to be objected under 35 U.S.C. 132(a) 
because it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: 

The "Detailed Description of the Invention" filed May 23, 2005, intended by applicant to 
replace his original "Detailed Description of the Drawings", contains new matter. The subject 
matter not supported by the original application, and not inherent in the original drawings, claims 
or description, includes the following: 

Page 1 , lines 7 and 8: "(4) anti roll-back means of the drive wheels./axle sections on an 
inclined drive surface" 

Page 1, line 14: "by way of the outwardly protruding axial stock of case (8)" 

Page 3, lines 9-10: "The axle section of axle 10; being/beginning at 0 rpm." 

Page 3, lines 1 1-12: "The said new differential is designed to automatically go into a 
gear-locking effect/mode. The above said axle section, of axle 10; being/beginning at 0 rpm." 

Page 4, lines 2-3: "Herein the axle section of axle 5; being/beginning at 0 rpm." 

Page 4, lines 4-6: "In the above said circumstance, the said; new differential is designed 
to automatically go into a gear-locking effect/mode. Whereas gear 6, of axle 5, is also at 0 rpm." 

Page 4, line 8: "Whereas gear 12, of axle 5, is also at 0 rpm;" 
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Art Unit: 3681 

Page 4 line 11: "Hereby causing the afore said; gear-locking effect/mode." 

Page 4, lines 14-16: "(d) wherein traction is lost by one of either axle section; on an 
inclined drive surface. Herein a situation called; "vehicle roll-back" will occur. The afore 
mentioned gear-locking effects/modes;" 

None of these features were present in the originally filed application, and are not 
inherent from the original claims, specification or drawing. 

In the claims, the following is deemed to be new matter: 

In claim 15: 

line 4: "a means of only allowing/forcing both drive axles/wheels to rotate in unison;"; 

line 7: ". . .disallows the over-spinning of the both drive wheels. . ."; 

line 15: "the said differential also having inherent Posi-Traction and an inherent anti roll- 
back features for the vehicle when in a racing/climbing mode,"; 

line 18:".. .because of the roll-over tendencies of these said vehicles "; and , 

line 30: "a smooth rounded inner surface throughout it's central stock;". 

None of these claimed features are supported by, or inherent from, the original 
specification, claims or drawing. 

The proposed replacement drawings were received on November 12, 2004. These 
drawings are unacceptable and will not be entered because they contain new matter. The new 
matter includes the added support stock (not labeled) protruding from axial sides of the 
differential case (8). 

Applicant is required to cancel the new matter in the reply to this Office Action. 
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Specification Objected 



The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1 .75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: In claim 15: 

line 20: "a differential drive case"; 
line 21 : "a first and second planetary differential gear"; 
line 24: "a support structure/drive case"; 
line 24: "two sun gears"; 



line 25: "one input shaft"; 

line 25: "two output shafts"; 

line 51 : "freely rotatable bevel pinion"; and 

line 53^"differeiTtial side bevel gears". 

None of these phrases are found in the original specification, claims or drawing. 



The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 




Claims Rejected 



C^TYS^d^lT^fcjtcttd under 35 U.S.C. 1 12, first paragraph, as containing subject 
'matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventors), at the time the application was filed, had 
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line 4: "a means of only allowing/forcing both drive axles/wheels to rotate in unison;"; 
line 7: . .disallows the over-spinning of the both drive wheels. . ."; 
line 15: "the said differential also having inherent Posi-Traction and an inherent anti roll 
back features for the vehicle when in a racing/climbing mode"; 

line 18:".. .because of the roll-over tendencies of these said vehicles,"; and 
line 30: "a smooth rounded inner surface throughout it's central stock;". 
None of these claimed features are supported by, or inherent from, the original 
specification, claims or drawing and therefore it appears that applicant did not possess these 
claimed features at the time this application was filed 

Priority 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or 
under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied with one or 
more conditions for receiving the benefit of an earlier filing date under 35 U.S.C. 1 19(e) as 
follows: 

The later-filed application must be an application for a patent for an invention which is 
also disclosed in the prior application (the parent or original nonprovisional application or 
provisional application). The disclosure of the invention in the parent application and in the later- 
filed application must be sufficient to comply with the requirements of the first paragraph of 35 
U.S.C. 1 12. See Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 
USPQ2dl077 (Fed. Cir. 1994). 

The disclosure of the prior-filed application, Application irfb. 60/254,901, fails U> provide 
adequate support or enablement in the manner provided by the first paragraph of 35 U.S.C. 112 
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for claims 1 5 and 1 6 of this application. The provisional application does not shq^/ the same 
differential as applicant has claimed; in particular at least the jjpfftit shaft 19, as rejjned in the 



claims, is not shown in the provisional drawings. 

Response to Argument 





Applicant's arguments filed November 17, 2005 have been folly and carefully 
considered. 

In response to his point (1) on page 1 of his Remarks - A, applicant states that he was 
never informed that his application was missing a required part. T heexaminer never required / 
applicant to submit a new "Detailed Description of the Invention". Applicant volunteered it on j 
.March 16, 2004. No marked up copy is required, however the additional of new matter to the 



specification is prohibited by statute. The examiner has suggested that applicant hire an attorney, 



and also provided an outline of a proper patent applicationln the^ction ofJime 28, 200! 

In response to his point (2) on page 1 of his Remarks - A, applicant states that the 
examiner was in error in his rejection under 35 U.S.C. 1 12, first paragraph. The rejection has 
been corrected. 



In response to his point (1) on i pjge^.ofJiiS'RemarkT^Brapplicant objects to the 



examiner's statement: "have a function where an axle was rotated at 0 rpm". The basis for this 
statement is from Applicant's Detailed Description of the Invention, page (3), lines 10, and 12, 
and page (4) lines 3, 6, and 8. 

In response to his point (2) of page 2 of his Remarks • B, applicant appears to argue that 
the fact that he did not specify that the input shaft 19 had "a smooth rounded inner surface" and 
that his drawings did not exclude such a feature, that the addition of this feature should not be 
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new matter. This is not found persuasive because the characteristic texture of the inner surface of 
the shaft is not evident from the drawings or the specification, and adding such a feature would 
therefore be new matter. 




In response to his point (3) of page 2 of his Remarks - B, applicant appears to be 
asserting that because the "outward protruding axial stock" is obvious to one of ordinary skill in 
this art, it can't be considered new matter to add it to the drawing. This is not found persuasive 
\ ) because every change made to the drawings that is not specifically and explicitly supported by 
1 the specification is considered new matter. 





In response to his Remarks - C concerning the replacement drawing, applicant appears to 
be stating that because the examiner has objected to the drawings again, applicant feels obligated 
to assert that he has support for the bevel gear 12 being splined to shaft 5. Since the examiner 
does not maintain that objection about the drawings, applicant's argument appears to be moot. 

In response to his Remarks - C concerning the inherent functions, theories or advantages, 
MPEP 2163.07(a), applicant appears to be stating that he has already disclosed the newly recited 
features that the examiner has deemed as new matter, and therefore the newly recited features are 
not new matter. He goes on to cite apparent phrases from his original disclosure in support of his 
position. This is not found persuasive because it is not clear to which rejection or objection his 
arguments pertain. The fact that his original paragraph [0003] recited gears does not mean that he 
has antecedents for: In claim 15: . 

line 20: "a differential drive case"; 





line 21: "a first and second planetary differential gear"; 
line 24: "a support structure/drive case"; 



i 
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line 24: "two sun gears"; 
line 24: "at least one planet wheel"; 
line 25: "one input shaft"; 
line 25: "two output shafts"; 



line 51: "freely rotatable bevel pinion"; and 
line 53: "differential side bevel gears". 

The recitation from paragraph [0006] "...will only allow diametrical wheel/axle section 
roll-back" does not appear to support an anti-roll back feature found in claim 15, line 15. The 
phrase is confusing and indefinite. Further, his recitation of the phrases from the other 
paragraphs does not appear to support: In claim 15: 

line 4: "a means of only allowing/forcing both drive axles/wheels to rotate in unison;"; 

line 7: ". . .disallows the over-spinning of the both drive wheels. . ."; 

line 15: "the said differential also having inherent Posi-Traction and an inherent anti roll- 
back features for the vehicle when in a racing/climbing mode,"; and 

line 1 8: ". . .because of the roll-over tendencies of these said vehicles,". 

Applicant has made a number of requests on page 4 of his Response. Request (1) has 
been complied herewith. Request (2) does not appear to be a request. Request (3) is confusing 
because no claim in this application has been found to be allowable. In order for an applicant's 
invention, as defined by his claims, to be deemed allowable, it must not be rejected under any 
statute. Such is not the case in this application. The examiner stated in the Action of June 28, 
2005: 
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In regards to applicant's preamble, it is not clear what exactly applicant is asserting at the 
bottom of page A ^*^"*' w * ggB *^^* ^^^^ 

■ ^^^^^^^^^^^ 1^/-7^C-J v 

In regards to applicant's Statement of Incorporation by Reference on page 5 of his A /) 
Response, the request is denied because it would introduce new matter into the disclosure. The 1 ^ ^^Le 
disclosure of the prior-filed application, Application No. 60/254,901, fails to provide adequate \ ^j^j^/i^y 
support or enablement in the manner provided by the first paragraph of 35 U.S.C. 1 12 for claims 1 ^ 
1 5 and 16 of this application. The provisional application does not show the same differential as 
applicant has claimed; in p articular at least the inpu t shaft 19, as recited in the claims, is not 
shown in the provisional drawings. 



Applicant's "Statement of Irreparable Damage" is noted. 

Suggested Allowable Claim 
This application would be allowable if the following claim were added by amendment, 
and if the original "Summary of the Invention" were amended to contain all of the language of 
the below claim, if the original "Detailed Description of the Drawing" were amended to provide 
the proper antecedents for the new claim language, if claims 15 and 16 were cancelled, and if 
applicant dropped all previous amendments, drawing changes, requests and statements: 
"A differential comprising: 
a rotatable housing (8); 

at least one pinion shaft (3) fixed to said housing; 
one bevel pinion gear (13) rotatably mounted on said pinion shaft; 
said one bevel pinion gear meshing with first (12) and second (11) side bevel 

gears; 
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ious amendments, drawing changes, requests and statements: 

npnsmg: ^ Jffi^^ 

housine^: a \ 
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first (5) ^d^^ndy ^xoaxial ou tput sha^rotatable supported^ the housing; 
aid first side bevel gear (12) and a first sun gear (6) rotatably fixed to said first 
output shaft; 

said second side bevel gear (11) rotatably fixed to a planetary gear carrier (9); 

a second sun gear (7) rotatably fixed to a hollo w intermediate s haft (19); 

said intermediate shaft disposed coaxial with th^rstou^u^shaft and rotatably 
fixed to said at least one pinion shaft (3); 

at least one planet gear (16) rotatably supported by a planet gear shaft (17) and 
meshing with both said first and second sun gears; 

said planet gear shaft supported by said planet carrier; 

and said second output shaft (10) rotatably fixed to said planet carrier." 




Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no' event, 
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Art Unit: 3681 

however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dirk Wright whose telephone number is 571-272-7098. The 
examiner can normally be reached on Monday through Friday, 8AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examinees 
supervisor, Charles Marmor can be reached on 571-272-7095. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-919.7 (toll-free). 



Dirk Wright 
Primary Examiner 
Art Unit 36^1 

DW 

Monday, November 28, 2005 
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904.01(b) Equivalents 

All subject matter that is the equivalent of the subject matter as defined in the claim, even though specifically different 
from the definition in the claim, must be considered unless expressly excluded by the claimed subject matter. See MPEP 
§ 2181 - § 2184 for a discussion of equivalents when a claim employs means or step plus function terminology. 
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2163.04 Burden on the Examiner with Regard to the Written Description Requirement 

The inquiry into whether the description requirement is met must be determined on a case-by-case basis and is a 
question of fact. In re Wertheim, 541 F.2d 257, 262, 191 USPQ 90, 96 (CCPA 1976). A description as filed is presumed 
to be adequate, unless or until sufficient evidence or reasoning to the contrary has been presented by the examiner to 
rebut the presumption. See, e.g., In re Marzocchi, 439 F.2d 220, 224, 169 USPQ 367, 370 (CCPA 1971). The examiner, 
therefore, must have a reasonable basis to challenge the adequacy of the written description. The examiner has the 
initial burden of presenting by a preponderance of evidence why a person skilled in the art would not recognize in an 
applicant's disclosure a description of the invention defined by the claims. Wertheim, 541 F.2d at 263, 191 USPQ at 97. 

I. STATEMENT OF REJECTION REQUIRE-MENTS 

In rejecting a claim, the examiner must set forth express findings of fact which support the lack of written description 
conclusion (see MPEP § 2163 for examination guidelines pertaining to the written description requirement). These 
findings should: 

(A) Identify the claim limitation at issue; and 

(B) Establish a prima facie case by providing reasons why a person skilled in the art at the time the application was filed 
would not have recognized that the inventor was in possession of the invention as claimed in view of the disclosure of 
the application as filed. A general allegation of "unpredictability in the art" is not a sufficient reason to support a rejection 
for lack of adequate written description. A simple statement such as "Applicant has not pointed out where the new (or 

amended) claim is supported, nor does there appear to be a written description of the claim limitation ' 1 in the 

application as filed." may be sufficient where the claim is a new or amended claim, the support for the limitation is not 
apparent, and applicant has not pointed out where the limitation is supported. 

When appropriate, suggest amendments to the claims which can be supported by the application's written description, 
being mindful of the prohibition against the addition of new matter in the claims or description. See Rasmussen, 650 
F.2d at 1214, 211 USPQ at 326. 

II. RESPONSE TO APPLICANTS REPLY 

Upon reply by applicant, before repeating any rejection under 35 U.S.C. 112, para. 1, for lack of written description, 
review the basis for the rejection in view of the record as a whole, including amendments, arguments, and any evidence 
submitted by applicant. If the whole record now demonstrates that the written description requirement is satisfied, do not 
repeat the rejection in the next Office action. If the record still does not demonstrate that the written description is 
adequate to support the claim(s), repeat the rejection under 35 U.S.C. 112, para. 1 , fully respond to applicant's rebuttal 
arguments, and properly treat any further showings submitted by applicant in the reply. When a rejection is maintained, 
any affidavits relevant to the 35 U.S.C. 112, para. 1, written description requirement, must be thoroughly analyzed and 
discussed in the next Office action. See In re Alton, 76 F.3d 1 168, 1 176, 37 USPQ2d 1578, 1584 (Fed. Cir. 1996). 
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707.07(e) Note All Outstanding Requirements - 700 Examination 
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707.07(e) Note All Outstanding Requirements 

An taking up an amended application for action the examiner should note in every 
letter all the requirements outstanding against the application. Every point in the 
prior action of an examiner which is still applicable must be repeated or referred to, 
to prevent t he implied waiver o f the requirement Such requirements include 
requirements TorinTormation under 37 CFR 1.105 and MPEP § 704.10; however 
the examiner should determine whether any such requirement has been satisfied 
by a negative reply under 37 CFR 1.105(a)(3). 

As soon as allowable subject matter is found, correction of all informalities then 
present should be required. 
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2164.08(c) Critical Feature Not Claimed 

A feature which is taught as critical in a specification and is not recited in the claims 
should result in a rejection of such claim under the enablement provision section of 
35 U.S.C. 112. See In re Mayhew, 527 F.2d 1229, 1233, 188 USPQ 356, 358 
(CCPA 1976). In determining whether an unclaimed feature is critical, the entire 
disclosure must be considered. Features which are merely preferred are not to be 
considered critical. In re Goffe, 542 F.2d 564, 567, 191 USPQ 429, 431 (CCPA 
1976). ^ 

* ; /Limiting an applicant to the preferred materials in the absence of limiting prior art ^ 

. /-would not serve the constitutional purpose of promoting the progress in the useful \ 

/ arts. Therefore, an enablement rejection based on the grounds that a disclosed \ 

I critical limitation is missing from a claim should be made only when the language of ] 

I the specification makes it clear that the limitation is critical for the invention to j 

I function as intended. Broad language in the disclosure, including the abstract, / 

V omitting an allegedly critical feature, tends to rebut the argument of criticality. / 
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706.03 Rejections Not Based on Prior Art 

The primary object of the examination of an application is to determine whether or not the 

claims are patentable over the prior art. This consideration should not be relegated to a 1 

secondary position while undue emphasis is given to nonprior art or "technical" rejections. 

Effort in examining should be concentrated on truly essential matters, minimizing or 

eliminating effort on technical rejections which are not really critical. Where a major 

technical rejection is proper (e.g., lack of proper disclosure, undue breadth, utility, etc.) 

such rejection should be stated with a full development of the reasons rather than by a 

mere conclusion coupled with some stereotyped expression. 

Rejections based on nonstatutory subject matter are explained in MPEP § 706.03(a), § 
2105, § 2106 - § 2106.02, and § 2107 - § 2107.02. Rejections based on subject matter 
barred by the Atomic Energy Act are explained in MPEP § 706.03(b). Rejections based on 
duplicate claims are addressed in MPEP § 706.03(k), and double patenting rejections are 
addressed in MPEP § 804. See MPEP § 706.03(o) for rejections based on new matter. 
Foreign filing without a license is discussed in MPEP § 706.03(s). Disclaimer, after 
interference or public use proceeding, res judicata, and reissue are explained in MPEP 
§ 706.03(u) to § 706.03(x). Rejections based on 35 U.S.C. 112 are discussed in MPEP 
§ 2161 - § 2174. IF THE LANGUAGE IN THE FORM PARAGRAPHS IS 
INCORPORATED IN THE OFFICE ACTION TO STATE THE REJECTION, THERE WILL 
BE LESS CHANCE OF A MISUNDERSTANDING AS TO THE GROUNDS OF 
REJECTION. 
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2163.07 Amendments to Application Which Are Supported in the Original Description [R-1] 
-2100 Patentability 

2163.07 Amendments to Application Which Are Supported in the Original Description [R-1] 

Amen dments to an a pplication which are supported in the original description are NOT new matter. 



Mere rephrasing of a passage does not constitute new matter. Accordingly, a rewording of a passage where the 
same meaning remains intact is permissible. In re Anderson, 471 F.2d 1237, 176 USPQ 331 (CCPA 1973). The mere 
inclusion of dictionary or art recognized definitions known at the time of filing an application would not be considered 
new matter. If there are multiple definitions for a term and a definition is added to the application, it must be clear 
from the application as filed that applicant intended a particular definition, in order to avoid an issue of new matter 
and/or lack of written description. See, e.g., Schering Corp. v. Amgen, Inc., 222 F.3d 1347, 1352-53, 55 USPQ2d 
1650, 1654 (Fed. Cir. 2000). In Schering, the original disclosure drawn to recombinant ONA molecules utilized the 
term "leukocyte interferon." Shortly after the filing date, a scientific committee abolished the term in favor of "IFN-(a)," 
since the latter term more specifically identified a particular polypeptide and since the committee found that 
leukocytes also produced other types of interferon. The court held that the subsequent amendment to the 
specification and claims substituting the term "IFN-(a)" for "leukocyte interferon" merely renamed the invention and 
did not constitute new matter. The claims were limited to cover only the interferon subtype coded for by the inventor's 
original de posits. 



^Tr^meBdmenTlo correct an obvious error does not constitute new matter where one skilled in the art would not only 
recognize the existence of error in the specification, but also the appropriate correction. In re Oda t 443 F.2d 1200, 
170 USPQ 268 (CCPA 1971). 

Where a * foreign priority document under 35 U.S.C. 119 is of record in the >U.S.< application file, applicant may not 
rely on the disclosure of that document to support correction of an error in the pending >U.S.< application. Ex parte 
Bondiou, 132 USPQ 356 (Bd. App. 1961). This prohibition applies regardless of the language of the foreign priority 
documents because a claim for priority is simply a claim for the benefit of an earlier filing date for subject matter that 
is common to two or more applications, and does not serve to incorporate the content of the priority document in the 
application in which the claim for priority is made. This prohibition does not apply ** where the *>U.S.< application 
explicitly incorporates **>the foreign priority< document by reference. 

>Where a U.S. application as originally filed was in a non-English language and an English translation thereof was 
subsequently submitted pursuant to 37 CFR 1.52(d), if there is an error in the English translation, applicant may rely 
on the disclosure of the originally filed non-English language U.S. application to support correction of an error in the 
English translation documents 
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2163.04 Burden on the Examiner with Regard to the Written Description Requirement 

The inquiry into whether the description requirement is met must be determined on a case-by-case basis and is a 
question of fact. In re Wertheim, 541 F.2d 257, 262, 191 USPQ 90, 96 (CCPA 1976). A description as filed is presumed 
to be adequate, unless or until sufficient evidence or reasoning to the contrary has been presented by the examiner to 
rebut the presumption. See, e.g., In re Marzocchi, 439 F.2d 220, 224, 169 USPQ 367, 370 (CCPA 1971). The examiner, 
therefore, must have a reasonable basis to challenge the adequacy of the written description. The examiner has the 
initial burden of presenting by a preponderance of evidence why a person skilled in the art would not recognize in an 
applicant's disclosure a description of the invention defined by the claims. Wertheim , 541 F.2d at 263, 191 USPQ at 97. 

I. STATEMENT OF REJECTION REQUIREMENTS 

In rejecting a claim, the examiner must set forth express findings of fact which support the lack of written description 
conclusion (see MPEP § 2163 for examination guidelines pertaining to the written description requirement). These 
findings should: 

(A) Identify the claim limitation at issue; and 

(B) Establish a prima facie case by providing reasons why a person skilled in the art at the time the application was filed 
would not have recognized that the inventor was in possession of the invention as claimed in view of the disclosure of 
the application as filed. A general allegation of "unpredictability in the art" is not a sufficient reason to support a rejection 
for lack of adequate written description. A simple statement such as "Applicant has not pointed out where the new (or 

amended) claim is supported, nor does there appear to be a written description of the claim limitation * ' in the 

application as filed." may be sufficient where the claim is a new or amended claim, the support for the limitation is not 
apparent, and applicant has not pointed out where the limitation is supported. 

When appropriate, suggest amendments to the claims which can be supported by the application's written description, 
being mindful of the prohibition against the addition of new matter in the claims or description. See Rasmussen, 650 
F.2dat1214,211 USPQ at 326. 

II. RESPONSE TO APPLICANT'S REPLY 

Upon reply by applicant, before repeating any rejection under 35 U.S.C. 112, para. 1, for lack of written description, 
review the basis for the rejection in view of the record as a whole, including amendments, arguments, and any evidence 
submitted by applicant. If the whole record now demonstrates that the written description requirement is satisfied, do not 
repeat the rejection in the next Office action. If the record still does not demonstrate that the written description is 
adequate to support the claim(s), repeat the rejection under 35 U.S.C. 112, para. 1 , fully respond to applicant's rebuttal 
arguments, and properly treat any further showings submitted by applicant in the reply. When a rejection is maintained, 
any affidavits relevant to the 35 U.S.C. 1 1 2, para. 1 , written description requirement, must be thoroughly analyzed and 
discussed in the next Office action. See In re Alton, 76 F.3d 1 168, 1 176, 37 USPQ2d 1578, 1584 (Fed. Cir. 1996). 
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903.02(b) Scope of a Class - 900 Prior Art, Classification, Search 

903.02(b) Scope of a Class 

In using any classification system, it is necessary to analyze the organization of the class or 
classes to be included in the search. 

The initial analysis should determine which one or ones of the several types of subject matter 
(manufacture, art, apparatus, or stock material) are contained in the class being considered. 

Further, relative to each type of subject matter, it is necessary to consider each of the various 
combinations and subcombinations set out below: 

Basic Subject Matter Combined with Feature for Some Additional Purpose. The added purpose 
is in excess of the scope of the subject matter for the class, as defined in the class definition; 
e.g., adding a sifter to a stone crusher which gives the added function of separating the crushed 
stone. 



-Basic Subject Matter Combined with Perfecting Feature. Features may be added to the basics- 
subject matter which do not change the character thereof, but do perfect it for its intended 
purpose; e.g., an overload release means tends to perfect a stonecrusher by providing means 
to stop it on overload and thus prevent ruining the machine. However, this perfecting combined 
feature addsjiotiiingjo-the ba s ic oh a ra cteJLQithemachine. 

Basic Subject Matter. The combination of features necessary and essential to the fundamental 
character of the subject matter treated; e.g., a stonecrusher requires a minimum number of 
features as essential before it can function as such. 

Subcombinations Specialized to Basic Subject Matter. Each type of basic subject matter may 
have subcombinations specialized to use therewith; e.g., the crushing element of a 
stonecrusher. 

Subcombinations of General Utility. Each type of basic subject matter may have 
subcombinations which have utility with other and different types of subject matter; e.g., the 
machine elements of a stonecrusher. Subcombinations of this character usually are provided 
for in some general class so that the examiner should determine in each instance where they 
are classified. 
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707.07(d) Language To Be Used in Rejecting Claims 

Where a claim is refused for any reason relating to the merits thereof it should be 
"rejected" and the ground of rejection fully and clearly stated, and the word "reject" 
must be used. The examiner should designate the statutory basis for any ground of 
rejection by express reference to a section of 35 U.S.C. in the opening sentence of 
each ground of rejection. If the claim is rejected as broader than the enabling 
disclosure, the reason for so holding should be given; if rejected as indefinite the 
examiner should point out wherein the indefiniteness resides; or if rejected as 
incomplete, the element or elements lacking should be specified, or the applicant 
be otherwise advised as to what the claim requires to render it complete. 

See MPEP § 706.02 (i), (j), and (m) for language to be used. 

Everything of a personal nature must be avoided. Whatever may be the examiner's 
view as to the utter lack of patentable merit in the disclosure of the application 
examined, he or she should not express in the record the opinion that the 
application is, or appears to be, devoid of patentable subject matter. Nor should he 
or she express doubts as to the allowability of allowed claims or state that every 
doubt has been resolved in favor of the applicant in granting him or her the claims 
allowed. 

"he examiner should, as a part of the first Office action on the merits, identify any 
claims which he or she judges, as presently recited, to be allowable and/or should 
suggest any way in which he or she considers that rejected claims may be 
amended to make them allowable. If the examiner does not do this, then by 
implication it will be understood by the applicant or his or her attorney or agent that 
in the examiner's opinion, as presently advised, there appears to be no allowable 
claim nor anything patentable in the subject matter to which the claims are directe* 



IMPROPERLY EXPRESSED REJECTIONS 

An omnibus rejection of the claim "on the references and for the reasons of record" 
is stereotyped and usually not informative and should therefore be avoided. This is 
especially true where certain claims have been rejected on one ground and other 
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601.01(d) Application Filed Without All Pages of Specification [R-3] 

The Office of Initial Patent Examination (OIPE) reviews application papers to 
determine whether all of the pages of specification are present in the application. If 
the application is filed without all of the page(s) of the specification, but containing 
something that can be construed as a written description, at least one drawing 
figure, if necessary under 35 U.S.C. 113 (first sentence), and, in a nonprovisional 
application, at least one claim, OIPE will mail a "Notice of Omitted Items" indicating 
that the application papers so deposited have been accorded a filing date, but are 
lacking some page(s) of the specification. 

The mailing of a "Notice of Omitted Items" will permit the applicant to either: *>(A)< 
promptly establish prior receipt in the USPTO of the page(s) at issue (generally by 
way of a date-stamped itemized postcard receipt ( MPEP § 503)); or *>(B)< — 
promptly submit the omitted page(s) in a nonprovisional application and accept the 
date of such submission as the application filing date. An applicant asserting that 
the page(s) was in fact deposited in the USPTO with the application papers must, 
within 2 months from the date of the "Notice of Omitted ltem(s)", file a petition 
under 37 CFR 1.53(e) with the petition fee set forth in 37 CFR 1.17*>(f)< along 
with evidence of such deposit ( 37 CFR 1.181(f)). The petition fee will be refunded 
if it is determined that the page(s) was in fact received by the USPTO with the 
application papers deposited on filing. An applicant desiring to submit the omitted 
page(s) in a nonprovisional application and accept the date of such submission as 
the application filing date must, within 2 months from the date of the "Notice of 
Omitted ltem(s)," file any omitted page(s) with an oath or declaration in compliance 
with 37 CFR 1.63 and 37 CFR 1.64 referring to such page(s) and a petition under 
37 CFR 1.182 with the petition fee set forth in 37 CFR 1.17*>(f)<, requesting the 
later filing date ( 37 CFR 1 .1 81 (f)). 

>lf an application was filed on or after September 21 , 2004, and contains a claim 
under 37 CFR 1.55 for priority of a prior-filed foreign application, or a claim under 
37 CFR 1.78 for the benefit of a prior-filed provisional, nonprovisional, or 
international application that was present on the filing date of the application, and 
the omitted portion of the specification was inadvertently omitted from the 
application and is completely contained in the prior-filed application, applicant may 
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716.04 Long-Felt Need and Failure of Others [R-2] 



I. < THE CLAIMED INVENTION MUST SATISFY A LONG-FELT NEED WHICH WAS 
RECOGNIZED, PERSISTENT, AND NOT SOLVED BY OTHERS 



Establishing long-felt need requires objective evidence that an art recognized 
problem existed in the art for a long period of time without solution. The relevance 
of long-felt need and the failure of others to the issue of obviousness depends on 
several factors. First, the need must have been a persistent one that was 
recognized by those of ordinary skill in the art. In re Gershon, 372 F.2d 535, 539, 
152 USPQ 602, 605 (CCPA 1967) ("Since the alleged problem in this case was first 
recognized by appellants, and others apparently have not yet become aware of its 
existence, it goes without saying that there could not possibly be any evidence of 
either a long felt need in the . . . art for a solution to a problem of dubious existence 
or failure of others skilled in the art who unsuccessfully attempted to solve a 
problem of which they were not aware."); Orthopedic Equipment Co., Inc. v. All 
Orthopedic Appliances, lnc. t 707 F.2d 1376, 217 USPQ 1281 (Fed. Cir. 1983) 
(Although the claimed invention achieved the desirable result of reducing 
inventories, there was no evidence of any prior unsuccessful attempts to do so.). 

Second, the long-felt need must not have been satisfied by another before the 
invention by applicant. Newell Companies v. Kenney Mfg. Co., 864 F.2d 757, 768, 
9 USPQ2d 1417, 1426 (Fed. Cir. 1988) (Although at one time there was a long-felt 
need for a "do-it-yourself 1 window shade material which was adjustable without the 
use of tools, a prior art product fulfilled the need by using a scored plastic material 
which could be torn. "[OJnce another supplied the key element, there was no 
long-felt need or, indeed, a problem to be solved".) 



Third, the invention must in fact satisfy the long-felt need. In re Cavanagh, 436 F.2d 
491, 168 USPQ 466 (CCPA 1971). 
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2141.03 Level of Ordinary Skill in the Art [R-2] - 2100 Patentability 
2141.03 Level of Ordinary Skill in the Art [R-2] 

FACTORS TO CONSIDER IN DETERMINING LEVEL OF ORDINARY SKILL 

"Factors that may be considered in determining level of ordinary skill in the art include (1) 
the educational level of the inventor; (2) type of problems encountered in the art; (3) prior 
art solutions to those problems; (4) rapidity with which innovations are made; (5) 
sophistication of the technology; and (6) educational level of active workers in the field." 
Environmental Designs, Ltd. v. Union Oil Co., 713 F.2d 693, 696, 218 USPQ 865, 868 
(Fed. Cir. 1983), cert, denied, 464 U.S. 1043 (1984). 

The "hypothetical 'person having ordinary skill in the art 1 to which the claimed subject 
matter pertains would, of necessity have the capability of understanding the scientific and 
engineering principles applicable to the pertinent art." Ex parte Hiyamizu, 10 USPQ2d 
1393, 1394 (Bd. Pat. App. & Inter. 1988) (The Board disagreed with the examiner's 
definition of one of ordinary skill in the art (a doctorate level engineer or scientist working 
at least 40 hours per week in semiconductor research or development), finding that the 
hypothetical person is not definable by way of credentials, and that the evidence in the 
application did not support the conclusion that such a person would require a doctorate or 
equivalent knowledge in science or engineering.). 

References which do not qualify as prior art because they postdate the claimed invention 
may be relied upon to show the level of ordinary skill in the art at or around the time the 
invention was made. Ex parte Erlich, 22 USPQ 1463 (Bd. Pat. App. & Inter. 1992). 
>Moreover, documents not available as prior art because the documents were not widely 
disseminated may be used to demonstrate the level of ordinary skill in the art. For 
example, the document may be relevant to establishing "a motivation to combine which is 
implicit in the knowledge of one of ordinary skill in the art." National Steel Car Ltd. v. 
Canadian Pacific Railway Ltd., 357 F.3d 1319, 1338, 69 USPQ2d 1641, 1656 (Fed. Cir. 
2004)(holding that a drawing made by an engineer that was not prior art may nonetheless 
"be used to demonstrate a motivation to combine implicit in the knowledge of one of 
ordinary skill in the art").< 

SPECIFYING A PARTICULAR LEVEL OF SKILL IS NOT NECESSARY WHERE THE PRIOR ART 
ITSELF REFLECTS AN APPROPRIATE LEVEL 



If the only facts of record pertaining to the level of skill in the art are found within the prior 
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§1.125 Substitute specification. - PATENT RULES 
§1.125 Substitute specification. 

(a) If the number or nature of the amendments or the legibility of the application 
papers renders it difficult to consider the application, or to arrange the papers for 
printing or copying, the Office may require the entire specification, including the 
claims, or any part thereof, be rewritten. 



(b) Subject to § 1.312, a substitute specification, excluding the claims, may be filed 



afany point up to payment of the issue fee if it is accompanied by a statement that 
the substitute specification includes no new matter. 



(cyfi substitute specification submitted under this section must be submitted with 
-tflarkings showing all the changes relative to the immediate prior version of the 
specification of record. The text of any added subject matter must be shown by 
underlining the added text. The text of any deleted matter must be shown by 
strike-through except that double brackets placed before and after the deleted 
characters may be used to show deletion of five or fewer consecutive characters. 
Jhe jext of any deleted subject matter must be shown by j peing placed within , 
^double brackets if,st rike-through c annot be easily perceivid^ n accompanying 
""clean version (withoutlriarkingsfmust also be supplied. Numbering the paragraphs 
of the specification of record is not considered a change that must be shown 
pursuant to this paragraph. 

(d) A substitute specification under this section is not permitted in a reissue 
application or in a reexamination proceeding. 

[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983; revised, 62 FR 53131, Oct. 
10, 1997, effective Dec. 1, 1997; paras, (b)(2) and (c) revised, 65 FR 54604, Sept. 
8, 2000, effective Nov. 7, 2000; paras, (b) and (c) revised, 68 FR 3861 1, June 30, 
2003, effective July 30, 2003] 
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608.01(a) Arrangement of Application [R-3] - 600 Parts, Form, and Content of Application 

608.01(a) Arrangement of Application [R-3] 
37 CFR 1.77 Arrangement of application elements. 

a) The elements of the application, if applicable, should appear in the following order: 

1) Utility application transmittal form. 

2) Fee transmittal form. / V-^ . (j\ mjJ 



3) Application data sheet (see § 1.76). 




4) Specification. [ ^ ^ J 

5) Drawings. ^ 

6) Executed oath or declaration. y/^^ 4f) ^ [i. A fy^ 
b) **>The specification should include the following sections in order: ^ ~|(A/ 

1) Title of the invention, which may be accompanied by an introductory portion stating the name, citizenship, and 
residence of the applicant (unless included in the application data sheet). 

2) Cross-reference to related applications (unless included in the application data sheet). 

3) Statement regarding federally sponsored research or development. 

4) The names of the parties to a joint research agreement. 

5) Reference to a "Sequence Listing," a table, or a computer program listing appendix submitted on a compact disc and 
an incorporation-by-reference of the material on the compact disc (see § 1.52(e)(5)). The total number of compact discs 
including duplicates and the files on each compact disc shall be specified. 

6) Background of the invention. 

7) Brief summary of the invention. 

8) Brief description of the several views of the drawing. 

9) Detailed description of the invention. 

10) A claim or claims. 

1 1 ) Abstract of the disclosure. 

f2)'"Sequence Listing," if on paper (see §§ 1.821 through 1.825). 
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35 U.S.C. 120 Benefit of earlier filing date in the United States. 

An application for patent for an invention disclosed in the manner provided by the first paragraph of section 112 of this 
title in an application previously filed in the United States, or as provided by section 363 of this title, which is filed by an 
inventor or inventors named in the previously filed application shall have the same effect, as to such invention, as though 
filed on the date of the prior application, if filed before the patenting or abandonment of or termination of proceedings on 
the first application or on an application similarly entitled to the benefit of the filing date of the first application and if it 
contains or is amended to contain a specific reference to the earlier filed application. No application shall be entitled to 
the benefit of an earlier filed application under this section unless an amendment containing the specific reference to the 
earlier filed application is submitted at such time during the pendency of the application as required by the Director. The 
Director may consider the failure to submit such an amendment within that time period as a waiver of any benefit under 
this section. The Director may establish procedures, including the payment of a surcharge, to accept an unintentionally 
delayed submission of an amendment under this section. 

(Amended Nov. 14, 1975, Public Law 94-131, sec. 9, 89 Stat. 691; Nov. 8, 1984, Public Law 98-622, sec. 104(b), 98 
Stat. 3385; Nov. 29, 1999, Public Law 106-113, sec. 1000(a)(9), 1 13 Stat. 1501A-563 (S. 1948 sec. 4503(b)(1)).) 
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